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2.7	 Claims
The claims must “particularly point out and dis-
tinctly claim the subject matter which the appli-
cant regards as his invention.”14 The claims define 
the boundaries of the patent owner’s right against 
possible infringement.

Each claim must be written as a single sen-
tence. A claim is presented in two parts, the pre-
amble and the body, with a transition word or 
phrase between them.

•	 The preamble is an introductory statement 
that names the subject of the claim. For ex-
ample, the preamble of claim 1. is: “A method 
for making a genetically modified plant.”

•	 The body of the claim describes the ele-
ments or steps that compose the claimed 
subject. In claim one, the body of the claim 
consists of the steps of “stably transforming 
…” and “regenerating …”

The transition words or phrases between 
the preamble and the body of the claim indi-
cate whether the claim encompasses at least the 
listed elements or steps or whether the claim en-
compasses only the listed elements or steps. The 
transition word comprising means “including the 
following elements but not excluding others.”15 In 
claim one of the ’765 patent, comprising is used 
in two places: (1) in the preamble (“A method...
comprising …”) and (2) in the body (“a … DNA 
sequence comprising …”). If someone were to use 
the patented method with small changes—addi-
tional steps or a DNA sequence with additional 
elements, for example—he or she would still be 
infringing on the claim.

In contrast, the transition “consisting of” 
limits the claim scope to the recited elements or 
steps. If the claim were “a DNA sequence con-
sisting of ACGTGC,” a person would be able to 
make the DNA sequence “ACGTGCTA” with-
out infringing on the claim. 

The meaning of the transition phrase con-
sisting essentially of falls somewhere between the 
other two. It indicates that the patent does not 
regulate the use of variables that do not affect 
the basic and novel characteristics of the meth-
od or product. It is not often used in biotech-
nology patents. 

Furthermore, there are two kinds of claims: 
independent and dependent. An independent 
claim (for example, claims 1, 10, 19, 28, 37, 46, 
and 55) includes all necessary limitations and 
does not depend on nor include limitations from 
any other claim. Curiously, although dependent 
claim is defined in the patent rules of the United 
States, independent claim is not. U.S. patent rules 
state that a dependent claim must “refer[s] back 
to and further limit[s] another claim or claims.”16 
Moreover, a dependent claim “shall be construed 
to include all the limitations of the claim incorpo-
rated by reference.”17

Claim 4. of the ’765 patent is an instructive 
dependent claim. Since claim 4. depends upon 
claim 1., the transiently active promoter is lim-
ited to the LEA promoter. All other elements of 
claim 1. remain intact and are not limited any 
further.

Dependent claims serve several very impor-
tant purposes. In the first place, they help with 
so-called claim differentiation: in patent law, no 
two claims can have the same scope. Therefore, 
the transiently active promoter in claim 1. must 
encompass more than the LEA promoter men-
tioned in claim 1.; otherwise, claims 1. and 4. 
would have the same scope. Dependent claims 
are also written to protect specific embodiments 
of an invention. Should the main claim fail in a 
court case, a dependent claim may still stand. In 
addition, it is easier for a jury to have the alleged 
infringing activity clearly spelled out.

3.	 Conclusion
Patent documents contain substantial information 
that has value to researchers, even if infringement 
isn’t an issue. While many patent documents are 
readily available on the Internet for free—gener-
ally from patent offices—they may not always be 
capable of being understood or appreciated. One 
reason for inaccessibility is that patent applica-
tions are written in a special style that does not 
follow the conventions of scientific or technical 
literature. To understand a patent document, a 
roadmap helps until the route is familiar. 

This chapter provides a roadmap for read-
ing a patent document. The various sections of a 
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document are explained in view of their purposes. 
The purposes especially delineate the amount and 
type of reliance that can be made of each of the 
sections. Each section contains its own set of use-
ful information. The importance of the claims is 
paramount for knowing the boundaries of the 
patent right, however, interpreting claims re-
quires more of a roadmap than this chapter pro-
vides. Even without a full appreciation of claim 
boundaries, much information may still be ob-
tained from patent documents. ■

Carol Nottenburg, Principal/Patent Lawyer, Cougar 
Patent Law, 814 32nd Ave. South, Seattle, WA, 98144, 
U.S.A. carol.nottenburg@cougarlaw.com 
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3	 More typically, patents contain four sections with 
drawings comprising the last section.

4	 In the United States, a patent application must be 
filed for in the name of the inventors. In most of the 
rest of the world, patent applications can be filed for 
in the name of the inventors or in the name of the 
assignee(s).

5	 Patent applications are generally published 18 months 
after the earliest priority application date. Depending 
on the country, the publication number may or may 
not differ from the patent number. If the numbers 
are the same, a suffix is usually used to denote the 
status of the application. For example, in Europe, the 
publication and patent numbers are the same, but the 
suffix A is used to indicate an application and B is used 
to indicate an issued patent.

6	 In the United States, inventions that are disclosed but 

not claimed are prior art against other U.S. applications 
and patents, as of their filing date. 35 U.S.C. § 102(e).

7	 Before the GATT treaty implementation, the patent 
term in the United States was 17 years from the date of 
issuance. Under GATT, the patent term is 20 years from 
the earliest claimed priority date.

8	 An assignee in the United States is called an applicant 
in the rest of the world. 

9	 Priority applications determine both patent term and 
which prior art can be applied in a patent examination. 
A particular claim has a priority date as of the earliest 
application that contains the patentable subject 
matter. Art available after the priority date cannot 
be cited against the claim. In practice, U.S. examiners 
rarely determine the priority date of a claim, whereas 
European examiners frequently review priority 
applications to determine priority dates of claims.

10	 The IPC system is a hierarchical classification system 
administered by the World Intellectual Property 
Organization. For more information on international 
classifications and IPC, see WIPO’s Web site at 
www.wipo.org.

11	 In the United States, each individual associated with 
the filing and prosecution of a patent application (for 
example, inventor, patent attorney, assignee) has a 
duty to disclose all material information to the patent 
office.

12	 37 C.F.R. 1.72(b). 

13	 The written description shows that the inventor has 
the invention in mind. The enablement describes the 
invention clearly enough that one skilled in the art 
can understand it, make it, and use it without undue 
experimentation. In the best mode, an inventor 
discloses the most effective method of practicing or 
using the claimed invention. The patent office does 
not ask applicants whether or not they have disclosed 
the best mode, a question which usually only arises 
during litigation.

14	 35 U.S.C. § 112. 

15	 Equivalent words are having and including, but most 
practitioners use comprising because it has become a 
standard term of art.

16	 37 C.F.R. 1.75(c).

17	 See supra note 16.
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Box 1: Sample Front Page of Issued U.S. Patent
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Box 2a: Front Page of Patent No. 5,723,765
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Box 2b: Extract of Patent No. 5,723,765 Describing the Invention
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Box 2c: Extract of Patent No. 5,723,765 Containing the Claims


